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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF PENNSYLVANIA

WHITFORD WORLDWIDE COMPANY  : CIVIL ACTION

Plaintiff,
NO.

V.

NANOCHEM TECHNOLOGIES, LLC and :  Jury Trial Demanded
GMM DEVELOPMENT LIMITED :

Defendants.

COMPLAINT

Plaintiff, Whitford Worldwide Company, by and through its undersigned counsel, brings
this Complaint against the above-referenced Defendants and in support thereof avers as follows:

JURISDICTION AND VENUE

1. This Complaint involves, inter alia, claims for patent infringement arising under
the patent laws of the United States, Title 38, United States Code and this Court has jurisdiction
over those claims under 28 U.S.C. § 1338, which directs that District Courts shall have original
jurisdiction of any civil action arising under any act of Congress relating to patents.

2. Venue is proper in this District under and pursuant to 28 U.S.C. § 1331 and
pursuant to 28 U.S.C. § 1391(b) in that Defendants had continuing and substantial contacts as
well as a number of the acts, practices, and events giving rise to the claims alleged in this

Complaint occurred in this District, and Plaintiff maintains its principal offices in this District.
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PARTIES

3. Plaintiff Whitford Worldwide Company (“Whitford”) is a business corporation
organized and existing under the laws of the State of Delaware with its principal place of
business located at 47 Park Avenue, Elverson, Pennsylvania.

4. Defendant Nanochem Technologies, LLC (“Nanochem™) is an Indiana limited
liability company with its principal place of business located at 1203 Kent Street, Elkhart,
Indiana 46514 and does continuing and substantial business in the Commonwealth of
Pennsylvania.

5. Defendant GMM Development Limited (“GMM”) is an Indiana business
corporation with a principal place of business located at 1179 Kent Street, Elkhart, Indiana
46514 and does continuing and substantial business in the Commonwealth of Pennsylvania.

FACTUAL BACKGROUND

A. Akzo Nobel’s Patents and Trade Secrets

6. Akzo Nobel Coatings International B.V. and its affiliates created certain non-stick
coatings, products, and/or formulas that are protected by trade secrets as that term is defined
under the Pennsylvania Uniform Trade Secrets Act (the “Act”).

7. In addition to its trade secrets, after considerable effort by Akzo Nobel Coatings
International B.V. and its affiliates, several inventions relating to non-stick coatings, including,
but not limited to, a Multilayer Non-Stick Coating, Non-Stick Coatings and Methods of Forming
Same, and an Electrically Conducive Non-Stick Coating were conceived and reduced to practice.

8. After successfully building and testing these coatings and methods of making
such coatings, Akzo Nobel Coatings International B.V. and its affiliates prepared and filed U.S.

Patent Application Serial Nos. 10/661,725, 10/727,791, 11/153,289, 10/958,097 on September

i




Case 2:10-cv-06948-BMS Document1 Filed 11/29/10 Page 5 of 15

12,2003, December 3, 2003, June 15, 2005, and October 4, 2004, respectively, in the U.S. Patent
and Trademark Office (“PTO”) to protect the new non-stick coating inventions enumerated
above.

9. After thorough examinations by patent examiners in the PTO, the applications
were issued by the PTO on March 8, 2005, July 26, 2005, May 20, 2008, and April 8, 2008, as
U.S. Letters Patent Nos. 6,863,974; 6,921,787, 7,375,152; and 7,354,648 (the “Issued Patents™).
See a copy of the Issued Patents covering the non-stick coating inventions, attached hereto as
Exhibit “A.”

10.  In addition, one of these coating inventions later became the subject of an
international patent application, pursuant to the Patent Cooperation Treaty (“PCT”), on February
9, 2009, as international patent application PCT/CN2009/070381 (the “PCT Application™). @.
PCT Published International Application attached hereto as Exhibit “B.”

11. On August 12, 2010, the PCT Application was published as WO 2010/088801
Al. See Exhibit “B.”

B. Akzo Nobel’s Agreement with Nanochem

12. On June 2, 2008, Nanochem entered into an agreement (the “Agreement”) with
Akzo Nobel Non-Stick Coatings, LLC, an affiliate of Akzo Nobel Coatings International B.V.
(Akzo Nobel Coatings International B.V., Akzo Nobel Non-Stick Coatings, LLC, and all “Akzo
Nobel” affiliates are collectively known and referred to herein as “Akzo Nobel”) under the terms
of which Nanochem agreed to manufacture certain products for Akzo Nobel (the “Products™),
using the inventions and/or trade secrets of Akzo Nobel. See a copy of the Agreement, attached

hereto as Exhibit “C.”
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13. Pursuant to the Agreement, Nanochem agreed that, infer alia, trade secrets,
formulas, product specifications, processing know-how, and any samples provided by Akzo
Nobel were “confidential information.” See Exhibit “C.”

14.  The Agreement strictly prohibited Nanochem from analyzing, determining or
attempting to determine “the chemical composition and/or physical structure” of the Products
“provided to Nanochem except to the extent necessary” to manufacture the Products. See
Exhibit “C.”

15.  Further, Nanochem was prohibited from disclosing any of Akzo Nobel’s
confidential information outside of their “processing know-how.” See Exhibit “C.”

C. Whitford’s Acquisition of the Akzo Nobel Patents and Trade Secrets and
the Agreements Regarding Same

16.  In May of 2009, Whitford completed a transaction with Akzo Nobel pursuant to
which Whitford acquired all of the liquid non-stick coating business and the powder non-stick
coating business for cookware and bakeware of Akzo Nobel throughout the world, including,
without limitation, at Akzo Nobel’s locations in the United States.

17.  This transaction resulted in Whitford acquiring, among other things, the Products,
the invention that was subject to the PCT Application, the Issued Patents and trade secrets.

18.  Whitford also acquired all of Akzo Nobel’s rights under the Agreement. In other
words, as a result of Whitford’s acquisition, it now stands in the shoes of Akzo Nobel under the
Agreement,

D. Nanochem, GMM. and their common bond: CCC

19. In addition to the above, and by way of further background, GMM, an affiliate of
Nanochem, is connected by Nanochem in that it shares much of Nanochem’s business operations

and also employs a number of people who also wori( or worked for Nanochem.
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20.  These GMM people who work or worked for Nanochem are also former owners
and/or employees of Coatings and Chemicals Corporation (“CCC”).

21. CCC sold its assets and technologies to Akzo Nobel in or about 2001 forfeiting
any right to use, manufacture, reproduce, sell, or offer to sell the technologies and/or trade
secrets that were sold to Akzo Nobel by CCC which now are in the possession of Whitford
through the acquisition.

22.  Likewise, the former CCC employees and/or owners, now with GMM, do not
have the right to use, manufacture, reproduce, sell or offer to sell the technologies and/or trade
secrets that CCC sold to Akzo Nobel and which are now in the possession of Whitford through
the acquisition.

E. Misappropriation of Trade Secrets and Infringement of the Patents

23. In or about March, 2010, Whitford became aware that Nanochem and GMM
began using the Products, the inventions covered under the Issued Patents, the trade secrets
technologies, and the invention that is the subject of the PCT Application, all of which belonging
to Whitford, for their own purposes, including the manufacture and/or sale of non-stick coating
products to third parties.

24.  Unbeknownst to Whitford, Nanochem and GMM have been selling to third-
parties, products, which were created using Whitford’s inventions, trade secrets and/or
technologies, which deceived, confused or led these third-parties as to the origin, quality or
nature of the products by virtue of their substantial similarity to Whitford’s products.

25.  Whitford also became aware that Nanochem and GMM have been using the
invention that was subject to the PCT Application to create and/or manufacture products which

infringes the invention claims set forth in Whitford’s PCT Application.
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26.  Nanochem and GMM were prohibited from using any inventions covered under
the Issued Patents and/or PCT Application.

27. Similarly, Nanochem was prohibited by the terms of the Agreement and/or under
relevant law from providing GMM, or any other party, the inventions, trade secrets, formulas,
product specifications, information and samples that were provided by Akzo Nobel which
Whitford acquired.

28.  To protect its rights under the Issued Patents, as well as the Agreement, Whitford,
through its counsel, contacted Nanochem, at least four occasions, on March 10, 2010, April 15,
2010, May 7, 2010, and June 10, 2010 to confirm, inter alia, Nanochem’s compliance with the
Agreement. See a copy of the four letters is attached hereto, collectively, as Exhibit “D.”

29. Despite the repeated requests, Nanochem has failed to or otherwise refused to

confirm its compliance with the Agreement.

COUNT1
PATENT INFRINGEMENT
(PLAINTIFF v. ALL DEFENDANTS)
30.  Whitford incorporates herein by reference the allegations contained in all of the
preceding paragraphs above as though set forth in their entirety.
31.  The claim of patent infringement against all the Defendants arises under 35
U.S.C. § 271.
32. Defendants manufactured, reproduced, sold, offered to sell, and/or used the
invention, which constitutes infringement of patent Nos. 6,863,974; 6,921,787, and 7,375,152

7,354,648 and/or induces infringement of patent Nos. 6,863,974; 6,921,787; 7,375,152; and

7,354,648.
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33.  Defendants’ conduct also infringes the invention covered under the PCT
Application.

34.  Defendants’ acts are deliberate and willful and will continue unless enjoined by
this Court.

35. As a result of Defendants’ deliberate and willful acts, Whitford has suffered
damage, including loss of profits, loss of business, loss of future profits, legal fees, and costs.
WHEREFORE, Plaintiff Whitford Worldwide Company demands judgment against
Defendants, Nanochem Technologies, LLC and GMM Development Limited, jointly and
severally, for:
(a).  Finding that Defendants have infringed Plaintiff's U.S. Letters Patent Nos.
6,863,974; 6,921,787, 7,375,152; and 7,354,648;
(b). Finding that Defendants have infringed the invention covered under
PCT/CN2009/070381;
(¢). An award of damages against Defendants as a result of the acts
complained of herein;
(d). Finding that Defendants’ acts were willful and deliberate;
(e).  Anaward of treble damages based on Defendants’ willful infringement;
(f).  Plaintiff’s reasonable attorney’s fees and costs;
(g). Anaward of prejudgment and post judgment interest;
(h). An injunction enjoining Defendants, their officers, agents, servants,
employees, attorneys, and all of the persons in active concert of participation with them, during
the pendency of this action and permanently thereafter, from any and all acts of infringement of

patent Nos. 6,863,974; 6,921,787, 7,375,152; 7,354,648; and/or PCT/CN2009/070381;
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(i).  An accounting for profits received by Defendants as a result of the acts
complained of herein;

(. Ordering that all items infringing patent Nos. 6,863,974; 6,921,787,
7,375,152; 7,354,648, PCT/CN2009/070381, complete with their instructions, technical data
sheets, and other written literature delivered to Plaintiff; and

(k).  For such other and further relief as the Court deems equitable and just.

| COUNT II
MISAPPROPRIATION OF TRADE SECRETS
(PLAINTIFF v. ALL DEFENDANTS)

36.  Whitford incorporates herein by reference the allegations contained in all of the
preceding paragraphs above as though set forth in their entirety.

37.  The claim of misappropriation of trade secrets against all the Defendants arises
under 12 Pa.C.S.A. § 5300 et seq., the Act.

38. Defendants manufactured, reproduced, sold, offered to sell, and/or used the
Plaintiff’s trade secrets, all of which constitutes misappropriation as that term is defined under
the Act.

39.  Defendants’ acts are deliberate and willful and will continue unless enjoined or

~other affirmative action is taken by this court.

40, As a result of Defendants’ deliberate and willful acts, Plaintiff has suffered
damages, including loss of profits, loss of business, loss of future profits, legal fees, and costs.

WHEREFORE, Plaintiff Whitford Worldwide Company demands judgment against
Defendants, Nanochem Technologies, LLC and GMM Development Limited, jointly and
severally, for:

(a).  Finding that Defendants have misappropriated Plaintiff's trade secrets;
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(b). An award of damages against Defendants as a result of the acts
complained of herein;

(¢c).  Finding that Defendants’ acts were willful and as a result, damages be
increased to the maximum amount allowed by law;

(d).  Plaintiff’s reasonable attorney’s fees, interests, and costs;;

(e).  Anaward of prejudgment and post judgment interest;

(f).  An injunction enjoining Defendants, their officers, agents, servants,
employees, attorneys, and all of the persons in active concert of participation with them, during
the pendency of this action and permanently thereafter, from any and all acts in misappropriation
of the trade secrets;

(g). An accounting for profits received by Defendants as a result of the acts
complained of herein;

(h).  Ordering that all items misappropriated, complete with their instructions,
technical data sheets, and other written literature delivered to Plaintiff; and

@). For such other and further relief as the Court deems equitable and just.

COUNT III
BREACH OF CONTRACT
(PLAINTIFF v. NANOCHEM)
41, Plaintiff incorporates herein by reference the allegations contained in all of the
preceding paragraphs above as though set forth in their entirety.
42.  Defendant, Nanochem entered into a valid and binding contract (i.e., the
Agreement) with Akzo Nobel.

43, Plaintiff, who acquired all of the liquid non-stick coating business and the powder

non-stick coating business for cookware and bakeware of Akzo Nobel throughout the world,
/
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including, without limitation, at Akzo Nobel’s locations in the United States, now stands in the
shoes of Akzo Nobel under the Agreement.

44, When Nanochem used, inter alia, the Products, including, but not limited to, the
patented materials, trade secrets, formulas, product specifications, information, invention that is
the subject the PCT Application, and samples that were provided by Akzo Nobel to Nanochem
for its own purpose, it was in breach of the Agreement.

45.  Nanochem’s breach has caused Plaintiff to suffer damage, including loss of
profits, loss of business, and loss of future profits.

WHEREFORE, Plaintiff Whitford Worldwide Company, demands judgment against
Defendants, Nanochem Technologies, LLC and GMM Development Limited, jointly and
severally, for all direct and consequential damages plus interest, costs of suit, and for such other
relief as the Court deems equitable and just.

COUNT IV
UNFAIR COMPETITION UNDER THE LANHAM ACT
(PLAINTIFF v. ALL DEFENDANTS)

46.  Plaintiff incorporates herein by reference the allegations contained in all of the
preceding paragraphs above as though set forth in their entirety.

47.  The unfair competition claim against Defendants arises under Section 43(a) of the
Lanham Act, 15 U.S.C. § 1125(a).

48.  Defendants, without authorization, represented to various third-parties that certain

products were created by the Defendants using Defendants’ own trade secrets, patents, formulas,

information and/or materials.

10
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49, These products, however, were created using Whitford’s patented materials, trade
secrets, formulas, information, inventions, invention that is the subject of the PCT Application,
and/or samples.

50.  These products deceived, confused or led these third-parties as to the origin,
quality or nature of the products by virtue of their substantial similarity to Whitford’s products

51.  These unsuspecting third-parties paid Defendants for, used and/or came into
possession of the products made by Defendants, believing that these products have the same
original, quality or nature of the products made by or belonging to Whitford.

52. But for Defendants’ conduct, these third-parties would never have purchased
these products.

53.  Defendants’ profited from the unauthorized use of Plaintiff’s patents, trade
secrets, formulas, information, inventions, invention that is the subject of the PCT Application,
and/or samples.

54.  Defendants’ deceptive conduct constitutes false advertising and/or unfair
competition within the meaning of the Lanham Act, Section 43(a), 15 U.S.C. §1125(a).

55. As a result of Defendants’ unfair practices, Plaintiff’s have suffered damages,
including loss of profits, loss of business, loss of future profits, legal fees and costs.

WHEREFORE, Plaintiff Whitford Worldwide Company demands judgment against the
Defendants, Nanochem Technologies, LLC and GMM Development Limited, jointly and
severally, for all damages plus interest, costs of suit, and punitive damages for their intentional,

willful, and deceptive conduct, and for such other relief as the Court deems equitable and just.

11
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COUNT V
CONVERSION
(PLAINTIFF v. ALL DEFENDANTS)

56.  Plaintiff incorporates herein by reference the allegations contained in all of the
preceding paragraphs above as though set forth in their entirety.

57.  Defendants had no authority to take, retain or use the Products, including, but not
limited to, the Patents, the invention that is the subject of the PCT Application, and trade secrets.

58.  Plaintiff’s Products, including, but not limited to the Patents, the invention that is
the subject of the PCT Application, and trade secrets are the property of and rightfully belong to
the Plaintiff.

59.  Plaintiff’s property was knowingly and intentionally converted by Defendants and
Defendants had no interest in, or right to receive or lawful right to take possession of, the
property.

60.  Defendants acted with the intent of permanently dispossessing Plaintiff of the
Plaintiff’s property.

61.  Defendants have failed and refused to return the property to Plaintiff even though
they have no legal or factual basis to retain the property.

62.  Defendants’ actions in intentionally, wrongfully and purposefully taking
possession of the Plaintiff’s property, the fraudulent manner in which Defendants dispossessed
the Plaintiff of the property, and the complete absence of any right of Defendants to the property,
constitutes such intentional, willful and malicious actions as to entitle the Plaintiff to recover
punitive damages.

WHEREFORE, Plaintiff Whitford Worldwide Company demands judgment against the

Defendants, Nanochem Technologies, LLC and GMM Development Limited, jointly and

12
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severally, for damages, plus interest, costs of suit, and punitive damages for their intentional,
willful, wanton and reckless conduct, and for such other relief as the Court deems equitable and

just.

nifted y: “

WEIR & P

215-665-8181
215-665-8464 (fax)
ekang@weirpartners.com

bschmidt{@weirpartners.com
Attorneys for Plaintiff

Dated: November 29, 2010
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